
\i\ United States Bstent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

Add™**: COMMISSIONER OF PATENTS AND TRADEMARKS 
P.O. Box 1450 

Alexandria, Viigima 22313-1450 
www.uspto.gov 



APPLICATION NO. 


FILING DATE 


FIRST NAMED INVENTOR 


ATTORNEY DOCKET NO. 


CONFIRMATION NO. 


09/315,298 




05/20/1999 


CHING-LEOU TENG 


ISIS-3510 


6350 


34138 7590 


05/28/2003 









COZEN O'CONNOR, P.C. 
1900 MARKET STREET 
PHILADELPHIA, PA 19103-3508 



EXAMINER 



EPPS, JANET L 



ART UNIT 



PAPER NUMBER 



1635 

DATE MAILED: 05/28/2003 




Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 07-01) 



/ 
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Application No. 

09/315,298 


^Vpplicant(s) 

TENG ET AL 


Examin r 

Janet L Epps-Ford 


Art Unit 

1635 





— 77i MAILING DATE of this communication app arsonth c vershe twithth correspondenc address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 1 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a), In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)^ Responsive to communication(s) filed on 27 February 2003 . 
2a)D This action is FINAL. 2b)^ This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 11, 453 O.G. 213. 
Disposition of Claims 

4) M Claim(s) 1-7. 10. 12. 13. 15.17-20.46,48-64.80 and 83-86 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) ^ Claim(s) 1-7. 10. 12. 13. 15. 17-20.46.48-64.80 and 83-86 remain rejected for the reasons of record is/are rejected. 

7) D Claim(s) is/are objected to. 

&*)□ Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9)D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

11) D The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 1 20 

13) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a>n All b)D Some*c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2.D Certified copies of the priority documents have been received in Application No. . 



3.D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 119(e) (to a provisional application). 

a) D The translation of the foreign language provisional application has been received. 

15) Q Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 . 

Attachment(s) 

1 ) O Notice of References Cited (PTO-892) 4) O Interview Summary (PTO-41 3) Paper No(s). . 

2) O Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) O Notice of Informal Patent Application (PTO-152) 

3) C] Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 6) CI Other: 
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Response to Amendment 

1. The amendment to the claims filed on 2-27-03 does not comply with the requirements of 
37 CFR 1.121(c) because the amendment to claim 1 in Amendment "H" filed 2-27-03 is 
inconsistent with claim 1 as set forth in Amendment "E" filed 2-01-02. It appears that the 
amendment markings (i.e. underlining and/or bracketing) of Amendment "H" were based upon 
the limitations as previously set forth in claim 1 of Amendment "D" filed 7-02-01. For example, 
claim 1 as set forth in Amendment "E" recites the limitations "wherein said non-chelating non- 
surfactant is selected from the group consisting of unsaturated cyclic ureas, 1-alkyl-alkanones, 1- 
alkenylazacyclo-alkanones, non-steroidal anti-inflammatory agents ." However, there is no 
instruction set forth in Amendment "H" which directs the deletion of these limitations from 
claim 1. Due to the inconsistency regarding the amendment to claim 1, a proper examination of 
the remaining claims, which depend from claim 1, cannot be made. Applicants must clarify the 
amendment to claim 1 prior to examination. Additionally, the amendment to claim 1 as set forth 
in Amendment "H" does not indicate the number of times this claim has been amended, in the 
instant case the amendment should state that claim 1 was amended three times. 

2. Amendments to the claims filed after March 1, 2001 must comply with 37 CFR 1.121(c) 
which states: 

(c) Claims . 

(1) Amendment by rewriting, directions to cancel or add : Amendments to a claim must be made by rewriting 
such claim with all changes (e.g., additions, deletions, modifications) included. The rewriting of a claim (with 
the same number) will be construed as directing the cancellation of the previous version of that claim. A claim 
may also be canceled by an instruction. 

(i) A rewritten or newly added claim must be in clean form, that is, without markings to indicate the changes that 
have been made. A parenthetical expression should follow the claim number indicating the status of the claim as 
amended or newly added (e.g., "amended," "twice amended," or "new"). 

(ii) If a claim is amended by rewriting such claim with the same number, the amendment must be accompanied 
by another version of the rewritten claim, on one or more pages separate from the amendment, marked up to 
show all the changes relative to the previous version of that claim. A parenthetical expression should follow the 
claim number indicating the status of the claim, e.g., "amended," "twice amended," etc. The parenthetical 
expression "amended," "twice amended," etc. should be the same for both the clean version of the claim under 
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paragraph (c)(l)(i) of this section and the marked up version under this paragraph. The changes may be shown 
by brackets (for deleted matter) or underlining (for added matter), or by any equivalent marking system. A 
marked up version does not have to be supplied for an added claim or a canceled claim as it is sufficient to state 
that a particular claim has been added, or canceled. 



3. Since the reply filed on 2-27-03 appears to be bona fide, applicant is given a TIME 
PERIOD of ONE (1) MONTH or THIRTY (30) DAYS from the mailing date of this notice, 
whichever is longer, within which to submit an amendment in compliance with 37 CFR 1.121 in 
order to avoid abandonment. EXTENSIONS OF THIS TIME PERIOD MAY BE GRANTED 
UNDER 37 CFR 1.136(a). 

4. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Janet L. Epps-Ford, Ph.D. whose telephone number is 703-308- 
8883. The examiner can normally be reached on M-T, Thurs-Fr, 8:30AM-6:30PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John L. LeGuyader can be reached on 703-308-0447. The fax phone numbers for the 
organization where this application or proceeding is assigned are 703-305-3014 for regular 
communications and 703-746-5143 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is 703-308-0196. 




JLE 

May 27, 2003 



